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DETAILED ACTION 
Claim Rejections -35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-4, 7-11, 13-14, 17-22, 24-26 and 28 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Barabi et al (6208155). 

Regarding claim 1, Barabi et al disclose [see Fig. 2] a guide (test socket 1 1) for tip (probe 
tip 21) to transmission path contact (solder ball contact 43), said guide comprising at least one 
guide insulator (IC platform 25), at least one passageway (guide holes 27) defined by said at 
least one guide insulator (25), said at least one passageway (27) having a tip passageway end 
(bottom of hole 27) and a transmission path passageway end (top of hole 27); said tip 
passageway end (bottom of 27) suitable for at least partially accommodating said tip (21); said 
transmission path passageway end (top of 27) suitable for at least partially accommodating a 
transmission path (43); and said tip (21) contacting said transmission path (43) through said at 
least one passageway (27) when said transmission path (43) is positioned in said transmission 
path passageway end and said tip (21) is positioned within said tip passageway end. 

Regarding claim 2, Barabi et al disclose said guide (25) facilitates relatively secure 
contact between said tip (21) and said transmission path (43). 

Regarding claim 3, Barabi et al disclose said guide insulator (25) is removably 
interconnectable with a circuit board component having at least one transmission path (43). 
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Regarding claim 4, Barabi et al disclose said tip passageway end guides (top and bottom 
of 27) said tip (21) towards said transmission path (43). 

Regarding claim 7, Barabi et al disclose said at least one guide insulator (25) is at least 
one divider guide insulator (frame wall 17). 

Regarding claim 8, Barabi et al disclose said at least one guide insulator (25) further 
comprising a mounting apparatus (mounting spring 35) and at least one divider guide insulator 
(17). 

Regarding claim 9, Barabi et al disclose said at leastone guide insulator (25) further 
comprising a mounting apparatus (mounting spring 35) integral with at least one divider guide 
insulator (frame wall 17). 

Regarding claim 10, Barabi et al disclose at least two guide insulators (25), said at least 
two guide insulators (25 and 17) being adjustable in relation to each other. 

Regarding claim 1 1 , Barabi et al disclose [see Fig. 2] a guide (test socket 1 1) for tip 
(probe tip 21) to transmission path contact (solder ball contact 43), said guide comprising a guide 
insulator (IC platform 25), at least one passageway (guide hole 27) defined by said at least one 
guide insulator (25), each passageway (27) having a passageway thickness, each passageway 
(27) having a tip passageway end (bottom of 27), said tip passageway end (bottom of 27) having 
a tip passageway end thickness, said tip passageway end suitable for at least partially 
accommodating a tip (21); each passageway having a transmission path passageway end (top of 
27), said transmission path passageway end having a transmission path passageway end 
thickness, said transmission path passageway end suitable for at least partially accommodating 
said transmission path (43); and said tip (21) contacting said transmission path (43) through said 
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at least one passageway (27) when said transmission path (43) is positioned in said transmission 
path passageway end and said tip (21) is positioned within said tip passageway end. 

Regarding claim 13, Barabi et al disclose said transmission path passageway end (top of 
27) is directly opposite said tip passageway end (bottom of 27). 

Regarding claim 14, Barabi et al disclose said tip passageway end (bottom of 27) has an 
opening on a peripheral guide surface of said guide insulator (25). 

Regarding claim 17, Barabi et al disclose including at least two passageways (27), said at 
least two passageways (27) being adjustable in relation to each other. 

Regarding claim 18, Barabi et al disclose [see Fig. 2] a guide (test socket 1 1) for tip 
(probe tip 21) to transmission path contact (solder ball contacts 43), said guide (1 1) comprising: 
(a) at least one mounting apparatus (mounting spring 35), (b) at least one divider guide insulator 
(frame wall 17), said at least one divider guide insulator (17) mountable in said at least one 
mounting apparatus (35), (b) at least one passageway defined by said at least one divider guide 
insulator (17), (c) each passageway having a tip passageway end (bottom of 27), said tip 
passageway end suitable for at least partially accommodating a tip (probe tip 21); (d) each 
passageway having a transmission path passageway end (top of 27), said transmission path 
passageway end suitable for at least partially accommodating said transmission path (43); and (e) 
said tip (21) contacting said transmission path (43) through said at least one passageway when 
said transmission path (43) is positioned in said transmission path passageway end and said tip 
(21) is positioned within said tip passageway end (bottom of 27). 

Regarding claim 19, Barabi et al disclose said at least one mounting apparatus (mounting 
spring 35) and said at least one divider guide insulator (frame wall 17) are integral. 
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Regarding claim 20, Barabi et al disclose said at least one mounting apparatus (mounting 
spring 35) is divisible. 

Regarding claims 21 and 25, Barabi et al disclose said transmission path (43) is 
positioned in said transmission path passageway end (top of 27) of said at least one guide 
insulator (25) before said tip (21) is positioned within said tip passageway end (bottom of 27) of 
said at least one guide insulator (25). 

Regarding claims 22 and 26, Barabi et al disclose said transmission path (43) is 
positioned in said transmission path passageway end (top 27) of said at least one guide insulator 
(25), said guide insulator (25) provides general protection properties. 

Regarding claims 24 and 28, Barabi et al disclose said guide insulator (25) has two passageways. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 5-6, and 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Barabi et al (6208155) in view of Bodenweber et al (6281692). 

Regarding claims 5-6 and 15, Barabi et al disclose [see Fig. 2] a guide (test socket 1 1) for 
tip (probe tip 21) to transmission path contact (solder ball contact 43), said guide comprising at 
least one guide insulator (IC platform 25). However, they do not disclose at least one 
passageway includes a contact enhancing mechanism as claimed. Bodenweber et al disclose (see 



Application/Control Number: 10/781,146 Page 6 

Art Unit: 2829 

Fig. 1) a guide (test structure 10) for tip (tip of pogo pin 32) to transmission path contact (pin 
34), said guide (10) comprising at least one guide insulator (interposer 12), at least one 
passageway (combination of passageways 22 and 24) having a tip passageway end and a 
transmission path passageway end; and said tip (32) contacting said transmission path (34) 
through said at least one passageway (22 and 24) wherein said at least one passageway (22 and 
24) includes a contact enhancing mechanism (electrically conductive element 30) said tip (32) 
indirectly contacting said transmission path (34) via said contact enhancing mechanism (30). 
Further, Bodenweber et al teach that the addition of contact enhancing mechanism (conductive 
element 30) is advantageous because it maintains a good electrical contact between the tip and 
the transmission path. It would have been obvious to a person having ordinary skill in the art at 
the time the invention was made to modify the apparatus of Barabi et al by adding contact 
enhancing mechanism as taught by Bodenweber et al in order to maintain a good electrical 
contact between the tip and the transmission path. 

Regarding claim 16, Barabi et al disclose [see Fig. 2] a guide (test socket 1 1) for tip 
(probe tip 21) to transmission path contact (solder ball contact 43), said guide comprising at least 
one guide insulator (IC platform 25). However, they do not disclose a contact enhancing 
mechanism as claimed. Bodenweber et al disclose (see Fig. 1) a guide (test structure 10) for tip 
(tip of pogo pin 32) to transmission path contact (pin 34), said guide (10) comprising at least one 
guide insulator (interposer 12), at least one passageway (combination of passageways 22 and 24) 
having a tip passageway end and a transmission path passageway end; and said tip (32) 
contacting said transmission path (34) through said at least one passageway (22 and 24) wherein 
said at least one passageway (22 and 24) includes a contact enhancing mechanism (electrically 
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conductive element 30) said contact enhancing mechanism is selected from a group consisting 
of: (a) solid contact enhancing mechanism, (b) combination contact enhancing mechanism, and 
(c) soft contact enhancing mechanism [see col. 4, lines 31-34]. Further, Bodenweber et al teach 
that the addition of contact enhancing mechanism (conductive element 30) is advantageous 
because it maintains a good electrical contact between the tip and the transmission path. It would 
have been obvious to a person having ordinary skill in the art at the time the invention was made 
to modify the apparatus of Barabi et al by adding contact enhancing mechanism as taught by 
Bodenweber et al in order to maintain a good electrical contact between the tip and the 
transmission path. 

5. Claims 12, 23 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Barabi etal (6208155). 

Regarding claim 12, Barabi et al disclose said guide insulator (25) having tip 
passageways end (bottom end of 27). However, they do not disclose a funnel shaped opening or 
an enlarge, partial funnel shaped opening. It is well known to make the tip passageways end to 
any opening shape where needed (see MPEP 2144.04; In re Dailey, 357 F.2d 669, 149 USPQ 47 
(CCPA 1966)). It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to make the tip passageways end to be funnel shape since the court held 
that the configuration of shapes was a matter of choice which a person of ordinary skill in the art 
would have found obvious absent persuasive evidence that the particular configuration of the 
claimed shape was significant. 

Regarding claims 23 and 27, Barabi et al disclose said guide insulator (25) having 
passageways for the transmission paths (43) of the device (BGA device 41) to be probed. 
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However, they do not disclosed the insulator having fewer passageways that the transmission 
paths. It is well known to make less passageways for an insulator than transmission paths where 
needed (see MPEP 2144.04; In re Seid, 161 F.2d 229, 73 USPQ 431 (CCPA 1947)). It would 
have been obvious to a person having ordinary skill in the art at the time the invention was made 
to make fewer passageways for an insulator than transmission paths since it was held that matters 
relating to ornamentation only which have no mechanical function cannot be relied upon to 
patentably distinguish the claimed invention from the prior art. 

Conclusion 

6. Applicant's arguments filed Dec. 22, 2005 have been fully considered but they are not 
persuasive. 

1 ) The applicants' argue: "The Barabi reference describes a completely different device in which the 
test socket is associated with the test probe, not the device to be tested... Barabi never contemplates the platform 
with the array of guide holes as an independent unit, but only as a unit in combination with the array of pogo pins. 
The Barabi platform with the array of guide holes, taken alone, would suffer from many of the same problems as the 
device described in U.S. Patent No. 6,281,695 to Chung, et al (the "Chung reference") that was discussed in 
applicants' original specification. For example, one problem with the Barabi platform is that it must be made for 
each size and shape ball grid array to be tested. . . Still another problem with the Barabi platform is that it contacts 
all sides of the ball grid arrays to be tested, again limiting its ability to be used with different types of devices to be 
probed. " 

In response to the above arguments, first, in response to applicant's argument that the 
references fail to show certain features of applicant's invention, it is noted that the features upon 
which applicant relies are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
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claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). Secondly, 
applicant's arguments fail to comply with 37 CFR 1.1 1 1(b) because they amount to a general 
allegation that the claims define a patentable invention without specifically pointing out how the 
language of the claims patentably distinguishes them from the references. Lastly, applicant's 
arguments do not comply with 37 CFR 1.1 1 1(c) because they do not clearly point out the 
patentable novelty which he or she thinks the claims present in view of the state of the art 
disclosed by the references cited or the objections made. Further, they do not show how the 
amendments avoid such references or objections. 

2) The applicants further argue: "Claims 5, 6, 15, and 16 include the limitation of a contact 
enhancing mechanism. The Examiner rejected these claims as obvious over the Barabi reference in combination 
with the Bodenweber reference. First, applicants respectfully submit that the Barabi and Bodenweber devices are 
nonanalogous to the present invention. Neither reference is concerned with the same considerations as or problems 
of the present invention. Both the Barabi and Bodenweber devices are connected to the test probes. Both the Barabi 
and Bodenweber devices must be made for each size and shape of the devices to be tested. Further, neither the 
Barabi nor Bodenweber devices have the general protection properties (e.g. protecting transmission paths from 
damage caused by accidental probing, dropping of heavy items thereon, dropping of conductive items thereon, or 
any contacting that is unwanted) of the present invention. Second, applicants respectfully submit that the basic 
requirements of a prima facie case of obviousness require that there must be some suggestion or motivation, either 
in the references themselves or in knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings (MPEP 2143). The proposed modification, however, cannot render the 
prior art unsatisfactory for its intended purpose (MPEP 2143.01) and/or cannot change the principle of operation 
of a reference (MPEP 2143.01)... Accordingly, the proposed modification of the Barabi device would make the 
Barabi device unsatisfactory for its intended purpose and/or would change the principle of operation of the Barabi 
device. " 
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7. In response to the above arguments, first, in response to applicant's argument that Barabi 
and Bodenweber is nonanalogous art, it has been held that a prior art reference must either be in 
the field of applicant's endeavor or, if not, then be reasonably pertinent to the particular problem 
with which the applicant was concerned, in order to be relied upon as a basis for rejection of the 
claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1 992). In this 
case, both references deal with using a guide test structure to help guide a tip to make contact 
with a device under test within a path. Second, in response to applicant's argument that the 
references fail to show certain features of applicant's invention, it is noted that the features upon 
which applicant relies are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). Third, 
Applicant's arguments fail to comply with 37 CFR 1.1 1 1(b) because they amount to a general 
allegation that the claims define a patentable invention without specifically pointing out how the 
language of the claims patentably distinguishes them from the references. Fourth, in response to 
applicant's argument that there is no suggestion to combine the references, the examiner 
recognizes that obviousness can only be established by combining or modifying the teachings of 
the prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. 
Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the test 
for obviousness is not whether the features of a secondary reference may be bodily incorporated 
into the structure of the primary reference; nor is it that the claimed invention must be expressly 
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suggested in any one or all of the references. Rather, the test is what the combined teachings of 
the references would have suggested to those of ordinary skill in the art. See In re Keller, 642 
F.2d 413, 208 USPQ 871 (CCPA 1981). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jermele M. Hollington whose telephone number is (571) 272- 
1960. The examiner can normally be reached on M-F (9:00-4:30 EST) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wael Fahmy can be reached on (517) 272-1705. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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